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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Response to Arguments filed in the Appeal Brief 

1. Applicant's arguments filed in the Appeal Brief dated 12/2/04, with respect to the 
rejection of claim(s) 1 and 3-7, as cited in the final Office action dated 8/26/03 under 35 U.S.C. 
102(e) as being anticipated by Rachelson (U.S. Patent Number 6,157,706), have been fully 
considered and are persuasive. Therefore, the finality of that Office action is hereby withdrawn. 
The examiner further notes that applicant's amendment that was filed after final, being dated 
12/29/03, has been entered, therein having claims 1 and 3-7 as pending. 

2. Upon further consideration and search by the examiner, prosecution on the merits of this 
application is reopened on claims 1 and 3-7, as a new ground(s) of rejection is made in view of 
Suzuki (U.S. Patent Number 6,005,677) and Sakagawa (U.S. Patent Number 5,774,662). 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1 (2) of such treaty in the English language. 

4. Claims 1 and 3-5 are rejected under 35 U.S.C. 102(e) as being anticipated by Suzuki 
(U.S. Patent Number 6,005,677). 
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Regarding claim 1, Suzuki discloses a fax machine (see Figs. 1 and 2) designed to be 
connected to a telephone network and to communicate with a corresponding fax machines across 
a computer network of the Internet type (see Fig. 1), the fax machines each having an electronic 
address on the aforesaid computer network (see Fig. 3), characterized by the fact that it has 
memory means for storing a record of the fax machine communications with corresponding fax 
machines (parameter memory 3, see Fig. 2), containing the electronic addresses of the aforesaid 
corresponding fax machines (see Fig. 3, column 3, line 66-column 4, line 13), means for 
managing the record, for extracting the electronic addresses and associating them with the 
corresponding fax machines (system controller 1, see Fig. 2, column 3, lines 10-22, column 4, 
lines 7-45, and column 5, lines 4-13) and means for asking a corresponding fax machine for its 
electronic address, during a communication with the aforesaid corresponding fax machine across 
the telephone network (column 4, line 57-column 5, line 13, being the calling signal at step 1 12 
and the predetermined pre-transmission procedure process step 1 13), the aforesaid means for 
managing the record being adapted for entering the aforesaid electronic address of the 
corresponding fax machine into the record (steps 114 and 115, column 5, lines 4-13), and in 
which means being provided to receive a fax transmitted from a corresponding fax machine 
across the aforesaid computer network and associated with the electronic address on the 
computer network of the corresponding fax machine (see Fig. 1 1, column 3, line 43-column 4, 
line 45, and column 8, line 65-column 9, line 45), the means for managing the record are 
organized, upon the receipt of the fax, to enter the electronic address of the aforesaid 
corresponding fax machine into the record (see Figs. 9-11, and column 8, line 27-column 9, line 
45). 
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Regarding claim 5, Suzuki discloses the fax machine discussed above in claim 1, and 
further teaches of means being provided to send to a corresponding fax machine, via the 
computer network, a fax associated with the electronic address on the computer network of the 
corresponding fax machine (column 4, lines 14-45), the means for managing the record are 
adapted to enter the electronic address of the aforesaid corresponding fax machine into the record 
prior to sending the fax (column 4, line 57-column 5, line 13, whereby the electronic address is 
entered into the conversion table in a previous communication). 

Regarding claim 4, Suzuki discloses the fax machine discussed above in claim 1, and 
further teaches that since each electronic address contains identification data (column 4, lines 7- 
13), the means for managing the record are organized to extract the aforesaid identification data 
from each address of a corresponding fax machine and to associate the data with aforesaid 
address in the record (column 4, lines 26-45). 

Regarding claim 5, Suzuki discloses the fax machine discussed above in claim 4, and 
further teaches that the means for managing the record are organized to compare the 
identification data extracted from each new electronic address relating to a corresponding fax 
machine with the identification data associated with the electronic addresses stored in the record 
in order to check whether the aforesaid identification data is already associated with the 
electronic address in the record (column 4, lines 26-45). 
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Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 6 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Suzuki 
(U.S. Patent Number 6,005,677) in view of Sakagawa (U.S. Patent Number 5,774,662). 

Regarding claim 6, Suzuki discloses the fax machine discussed above in claim 5, but fails 
to expressly disclose if when the identification data extracted from the new electronic address is 
already associated with an electronic address in the record, the means for managing the record 
are organized to compare the electronic address held in the record with the new electronic 
address and, where they are not identical, to replace the former with the latter in the record. 

Sakagawa discloses a system that stores electronic addresses in an address table obtained 
through an electronic communication data exchange (see abstract, and column 7, lines 21-35). 
Further, Sakagawa teaches that where identification data extracted from a new electronic address 
is already associated with an electronic address in the record, a means for managing the record 
are organized to compare the electronic address held in the record with the new electronic 
address and, where they are not identical, to replace the former with the latter in the record 
(column 7, lines 21-49). 

Suzuki & Sakagawa are combinable because they are from similar problem solving areas, 
being systems that store electronic addresses in an address table. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to include the address table 
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management teachings of Sakagawa in the system of Suzuki. The suggestion/motivation for 
doing so would have been that a large capacity address table would be unnecessary, therein 
minimizing the amount of hardware, as recognized by Sakagawa in column 7, lines 42-49. 
Therefore, it would have been obvious to combine the teachings of Sakagawa with the system of 
Suzuki to obtain the invention as specified in claim 6. 

Regarding claim 7, Suzuki discloses the fax machine discussed above in claim 1, but fails 
to expressly disclose that since the memory means have a limited storage capacity, when the 
aforesaid memory means are full, the means for managing the record are organized to erase the 
oldest electronic address in the memory means prior to entering a new electronic address. 

Sakagawa discloses a system that stores electronic addresses in an address table obtained 
through an electronic communication data exchange (see abstract, and column 7, lines 21-35). 
Further, Sakagawa teaches that a memory means has a limited storage capacity, when the 
aforesaid memory means are full, the means for managing the record are organized to erase the 
oldest electronic address in the memory means prior to entering a new electronic address 
(column 7, lines 21-49). 

Suzuki & Sakagawa are combinable because they are from similar problem solving areas, 
being systems that store electronic addresses in an address table. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to include the address table 
management teachings of Sakagawa in the system of Suzuki. The suggestion/motivation for 
doing so would have been that a large capacity address table would be unnecessary, therein 
minimizing the amount of hardware, as recognized by Sakagawa in column 7, lines 42-49. 
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Therefore, it would have been obvious to combine the teachings of Sakagawa with the system of 
Suzuki to obtain the invention as specified in claim 7. 

Citation of Pertinent Prior Art 

1. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

Ishibashi et al. (U.S. Patent Number 6,374,291) discloses a communication terminal 
device; and 

Okada et al. (U.S. Patent Number 6,088,125) discloses a facsimile machine having a 
memory that stores electronic addresses. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (571) 272-7410. The 
examiner can normally be reached on Monday-Friday, 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (571) 272-7402. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Joseph R. Pokrzywa 
Primary Examiner 
Art Unit 2622 
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